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a) S All b) □ Some* c) □ None of the: 
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3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 
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noted below. Failure to timely comply will result in ABANDONMENT of this application. 
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(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 
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(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper NoVMail Date . 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 
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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on July 8, 2005 has been entered. 

DETAILED ACTION 

This application filed February 28, 2002 is a continuation of 09/446,717 filed 
04/13/2000, now abandoned, which is a national stage entry of PCT/EP98/03988 with the 
international filing date of June 30, 1998. 

Applicant's amendment filed February 3, 2006, has been received and entered. Claims 1- 
77 have been canceled. Claims 78-80 have been added. Claims 78-80 are pending. 

Election/Restrictions 

Applicant's election without traverse of Group I, claims 32-41, in the reply filed on June 
3, 2004 was acknowledged. 

It is noted that newly added claims are generally drawn to the elected invention. While 
claims encompassing only the construct (i.e. new claim 80) were never specifically presented, it 
does not present a burden to examine this invention with the cell culture claims. 
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Claims 78-80 drawn to a cell culture cell-type or development-specific expression of a 
fluorescent protein, and the construct used therein are currently under examination. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention is withdrawn . 

Newly submitted claims do encompass the issues raised in the previous rejection. More 
specifically, it is noted that claim 41 was specifically excluded from the previous rejection. 
Newly submitted claims are drawn to the invention encompassed by claim 41. 

Claim Rejections - 35 USC 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims rejected under 35 U.S.C. 102(b) as being clearly anticipated by Zernicka-Goetz et 
al. is withdrawn. 
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Newly submitted claims require pCX-(ct-act)GFP-Neo (DSM 1 1633) which Zernicka- 
Goetz et al. fails to teach. 

Claim Rejections - 35 USC 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims rejected under 35 U.S.C. 103(a) as being unpatentable over Zernicka-Goetz et al. 
in view of Dcawa et al. and in further view of Wobus et al, Sartorelli et al and Chen et al. is 
withdrawn . 

Claims rejected and newly added claims 54-62 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Zernicka-Goetz et al, Dcawa et al., Wobus et al. 9 Sartorelli et al. and 
Chen et al in view of Maltsev et al (Circulation Research, 75:233-244) or Rohwedel et al 
(Developmental Biology 164:87-101) is withdrawn . 

Newly submitted claims require pCX-(a-act)GFP-Neo (DSM 1 1633) which Zernicka- 
Goetz et al., Ikawa et al., Wobus et al., Sartorelli et al. and Chen et al. or Zernicka-Goetz et al., 
Dcawa et al., Wobus et al., Sartorelli et al., and Chen et al. in view of Maltsev et al. or Rohwedel 
et al. fails to anticipate or make obvious. 
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Reasons for Allowance 
The following is an examiner's statement of reasons for allowance: 
As indicated previously, claims to the specific vector deposited as DSM1 1633 are free of 
the art of record because the art fails to teach the specific construct provided in this deposit. The 
claims have been amended to be or to require the presence of pCX-(a-act)GFP-Neo (DSM 
11633). 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 

* 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Woitach whose telephone number is (571) 272-0739. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla, can be reached at (571) 272-0735. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group analyst Dianiece Jacobs whose telephone number is (571) 272-0532. 



Joseph T. Woitach 




